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2a)n This action is FINAL. 2b)S This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) 13 Claim(s) 1-18 is/are pending in the application. 
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5) 0 Claim(s) is/are allowed. 
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8) 0 Claim(s) are subject to restriction and/or election requirement. 
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1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) K Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)IEI All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. ^ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) 12 Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 

Paper No(s)/l\/lail Date . 



4) □ Inten/iew Sumnnary (PTO-413) 

Paper No(s)/Mail Date. . 

5) n Notice of Informal Patent Application 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 08-06) 



Office Action Summary 



Part of Paper No./Mail Date 20070918 



Application/Control Number: 10/501 ,047 Page 2 

Art Unit: 1751 

DETAILED ACTION 

Claims 1-18 are currently pending in the instant application. 

The rejection of claim 18 under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement is maintained for in the Office Action 
mailed on 06/28/2007. 

Withdrawn Rejection 

Applicant's request for reconsideration of the finality of the rejection of the last 
Office action is persuasive and, therefore, the finality of that action is withdrawn. 

All the prior art rejections filed in the Office Action sent on 06/28/2007 is 
withdrawn in view of Applicant's arguments therein. 

Response to Arguments 

Applicant's arguments filed on 08/31/2007 regarding the rejection of claim 18 
under 35 U.S.C. 112. first paragraph have been fully considered but they are not 
persuasive. 

In response to Applicant's remark on page 6, Applicant acknowledged the 
electrocatalyst metal may be unsupported, or it may be supported. If it is supported, it is 
not supported on graphite , but something else. However, this is inconsistent with claim 
18 reciting, "...electrocatalyst metals is supported on a graphite support." Base on the 
above rational, the rejection is maintained. 
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Applicant is suggest to re-phase claim 18 to comply with the written description 
require under 35 U.S.C. 112, first paragraph. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
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not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1-18 are rejected under 35 U.S.C. 103(a) as unpatentable over Denton et 
al. (U.S Pat. No. 5,716,437 hereinafter, "Denton") in view of Hunt (U.S Pat. No. 
6,403,245 hereinafter, "Hunt"). 

Regarding claims 1-6, 9, and 14-18, Denton discloses an ink composition for use 
in electrode manufacture for fuel cells (abstract). Denton discloses using a catalyst ink 
comprising conductive particles and Nafioh™ proton conducting polymer being applied 
to a substrate to form a gas diffusion electrode. Denton further discloses an 
electrocatalyst metal may be selected from platinum (Col. 1, lines 46-51). Denton also 
discloses the electrocatalyst metal is supported on a high surface area carbonaceous 
material (Col. 2, lines 23-31). 

Denton reference failed to teach utilizing a graphite material in the catalyst ink. 

However, Hunt discloses a composition and process for forming fuel cell 
electrode comprising of catalytic material such as platinum, proton-exchange polymer 
(e.g. Nafion™) and electrically conductive graphite (Abstract, Col. 2, lines 60-66). Hunt 
further discloses the graphite is in particulate form (Col. 12, line 34). The load of 
platinum catalyst is between 10-200 microgram per cm^ (Col. 7, lines 16-17). 

Therefore, it would have been obvious to one of ordinary skill in the art to arrive 
at the ink composition for use in electrode as by taught Denton in view of Hunt by 
substituting the carbon with graphite as taught by Hunt. The reference teaches each of 



Application/Control Number: 1 0/501 ,047 Page 5 

Art Unit: 1751 

the claimed ingredients within the claimed proportions for the same utility. It is prima 
facie obvious to combine two compositions each of which is taught by the prior art to be 
useful for the same purpose, in order to form a third composition to be used for the very 
same purpose, see In re Kerkhoven, 626 F.2d 846,850,205 USPQ 1069, 1072 (CCPA 
1980). 

Regarding claim 7, Denton further discloses an electrocatalyst ink wherein the 
solids content of the electrocatalyst ink is between 5 and 50 % weight (Col. 4, lines 52- 
60). 

Regarding claim 8, Denton further discloses an electrocatalyst ink wherein the 
weight ratio of the electrocatalyst: proton-conducting polymer is between 1:1 and 10:1 
(Col. 5, lines 4-7). 

Regarding claim 10, Denton further discloses a process for applying the ink 
composition to a substrate (Col. 2, lines 22-29). 

Regarding claim 11, Denton further discloses a gas diffusion electrode 
comprising a gas diffusion substrate and an electrocatalytic layer prepared using an 
electrocatalyst ink according to claim 1 (Col. 2, lines 22-29). 
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Regarding claim 12, Denton further discloses a catalyst coated membrane 
comprising a solid polymer membrane and an electrocatalytic layer prepared using an 
electrocatalyst ink according to claim 1 (Col. 2, lines 50-53). 

Regarding claim 13, Denton further discloses a membrane electrode assembly 
comprising an electrocatalytic layer prepared using an electrocatalyst ink according to 
claim 1 [(Col. 2, lines 40-43) and (Col. 3, lines 22-29)]. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Khanh T. Nguyen whose telephone number is (571) 

272- 8082. The examiner can normally be reached on Monday-Friday 8:00-5:00 EST 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Douglas McGinty can be reached on (571) 272-1029. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 



I. 
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Information regarding tiie status of an application may be obtained from the 
Patent Application Infomnation Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomfiation about the PAIR system, see http://pair-direct.uspto,gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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09/18/2007 




DOUGLAS MCGINTY 
SUPERVISORY PATENT EXAMINER 
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